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WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 
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earned patent term adjustment. See 37 CFR 1.704(b). 
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Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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DETAILED ACTION 



Claim Rejections - 35 USC § 101 

1. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 



2. Claims 1-22 are rejected under 35 U.S.C. 101 because the claimed invention is 

directed to non-statutory subject matter. Independent claims 1, 5, 18, 19, 21 and 22 

recites the mere manipulation of data or an abstract idea, or merely solves a 

mathematical problem without a limitation to a practical application. 

The USPTO "Interim Guidelines for Examination of Patent applications for Patent 
Subject Matter Eligibility" (Official Gazette notice of 22 November 2005), Annex 
IV, reads a follows: 

While abstract ideas, natural phenomena, and laws of nature are not eligible for patenting, method and 
products employing abstract ideas, natural phenomena, and laws of nature to perform a real-world 
function may well be. In evaluating whether a claim meets the requirement of section 1 01 , the claim 
must be considered as a whole to determine whether it is for a particular application of an abstract 
idea, natural phenomenon, or law of nature, rather than for the abstract idea, natural phenomenon, or 
law of nature itself. 

For claims such excluded subject matter to be eligible, the claim must be for a practical application of 
the abstract idea, law of nature or natural phenomenon. Diehr, 450 U.S. at 187, 209 USPQ at 8 
("application of a law of nature or mathematical formula to a known structure or process may well be 
deserving of patent protection."); Benson, 409 U.S. at 71 175 USPQ at 676 (rejecting formula claim 
because it "has now substantial practical application"). 

To satisfy section 101 requirements, the claim must be for a practical application of the Sec. 101 
judicial exception, which can be identified in various ways: 

The claimed invention "transforms" an article or physical object to a different state or thing. 

The claimed invention otherwise produces a useful, concrete and tangible result, based on the 
factors below. 
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A practical application exists if the result , of the claimed invention is "useful, 
concrete and tangible" (with the emphasis on "result") (Guidelines, section IV.C.2.b). A 
"useful" result is one that satisfies the utility requirement of section 101 , a "concrete" 
result is one that is "repeatable" or "predictable", and a "tangible" result is one that is 
"real" or "real-world", as opposed to "abstract" (Guidelines, section IV. C.2.b). Claims 1 , 
5, 18, 19, 21 and 22 merely manipulates data without ever producing a useful, concrete 
and tangible result. Said independent claims merely manipulate vectors from biometric 
samples. The claims do not provide useful, concrete or tangible result from the 
comparisons. Thus merely manipulating data without ever producing a useful, concrete 
and tangible result. Thus, practical application does not exist in the claims. 

In order for the claimed method to produce a "useful, concrete and tangible" 
result, recitation of one or more of the following elements is suggested: 

• The manipulation of data that represents a physical object or activity 
transformed from outside the computer (MPEP 2106 IVB2 (b) (i)). 

• A recitation of a physical transformation outside the method or apparatus, 
for example in the form of pre or post processing activity (MPEP 2106 
IVB2 (b) (i)). 

• A direct recitation of a practical application in the technological arts (MPEP 
2106 IVB2 (b) (ii)). 

Applicant is also advised to provide a written explanation of how and why the 
claimed invention (either as currently recited or as amended) produces a useful 
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concrete and tangible result. Claims 2-4, 6-1 7 and 20 depend on independent claims 1 , 
5 and 19 respectively. Therefore are also rejected. 

3. Claim 21 is rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. Claim 21 is drawn to functional descriptive 
material recorded on a propagation medium. The specification, at page 45 lines 25-29 
defines the claimed propagation medium as encompassing non-statutory subject matter 
such as signals/carrier waves. 

A "signal/carrier wave" embodying functional descriptive material is neither a 
process nor a product (i.e., a tangible "thing") and therefore does not fall within on of the 
four statutory classes of 35 USC 1 01 . Rather, "signal" is a form of energy, in absence 
of any physical structure or tangible material. 

Because the full scope of the claim properly read in light of the disclosure 
encompasses non-statutory subject matter, the claim as a whole is non-statutory. The 
examiner suggests amending the claim to include the disclosed tangible computer 
readable media, while at the same time excluding the intangible media such as signals, 
carrier waves, etc. Any amendment to the claim should commensurate with the 
corresponding disclosure. 
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Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

5. Claims 1 , 3 and 1 8-21 are rejected under 35 U.S.C. 1 02(b) as being anticipated 
byClayden (5,787,185). 

Regarding claims 1, 18, 19 and 21 Clayden discloses 

Comparing a first vector from a first biometric sample with a second vector from a 
second biometric sample (Note col. 2 lines 55-60 and col. 3 lines 1-11; Black image is 
first biometric sample and white image is second biometric image, which are converted 
to a series of vectors. The vectors are compared to obtain a score.), wherein said first 
and second vectors have at least one biometric feature (note col. 3 lines 3-4 vectors are 
series of lines of blood vessels). 

Regarding claim 3 Clayden discloses, 

Wherein clustering of the first vector with the second vector indicates that the first 
biometric sample and the second biometric sample are from the same source (note col. 
3 lines 7-9). 
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Regarding claim 20 Clayden discloses, 

Wherein the computer readable medium is a CD-ROM (note fig. 2, block 103 and 
col. 2 lines 34-35, inherent for a processor to include a CD-ROM). 

6. Claims 5-7 are rejected under 35 U.S.C. 102(b) as being anticipated by Grajski et 
al (6,052,481) 

Regarding claim 5 Grajski discloses, 

Comparing a first biometric sample with a second biometric sample, wherein said 
first and second samples form at least one cluster of at least one vector based on 
feature similarities between said first and second biometric samples (note col. 6 line 60- 
col. 7 line 10). 

Regarding claims 6 and 7 Grajski discloses, 

Samples are handwriting samples (note col. 6 lines 60-61). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Gregory M. Desire whose telephone number is (571) 
272-7449. The examiner can normally be reached on M-F (6:30-3:00). 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Matthew Bella can be reached on (571 ) 272-7778. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



G.D. 

December 1 1 , 2006 



Gregory M. Desire 

Examiner 

Art Unit 2624 



